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DETAILED ACTION 
Response to Amendment 

1. Applicant's amendment was received on 6/29/04, and has been entered and 
made of record. Currently, claims 25-48 are pending. 

Response to Arguments 

2. Applicant's arguments with respect to claims 25-48 have been considered but are 
moot in view of the new ground(s) of rejection. 

Specification 

3. The correction to the Specification is acceptable and thus the objection is 
withdrawn. 

Claim Objections 

4. Claim 33 is objected to because of the following informalities: perhaps "said 
storing" should be "said opening connection". Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the nnanner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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5. Claims 27 and 38 are rejected under 35 U.S.C. 112. first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Referring to pg 9, lines 19-21 of the Specification, it is unclear how the 
document icon is initially created to represent and to distinguish a particular document. 
The specification teaches that the document is scanned after ihe drag-and-drop 
operation. Thus, it is unclear how a document icon can be initially created before any 
scanning operation. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his Invention. 

6. Claims 27 and 38 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Due to the lack of enablement requirement 
addressed above, it is unclear how document icon can be initially created before any 
scanning operation as it is claimed in claims 27 and 38. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 25, 26, 29-33. 35-37, 40. 41, 43, 47 and 48 are rejected under 35 
U.S.C. 102(e) as being anticipated by Nagasaka et al. U.S. Patent No. 6,556,875 
(hereinafter Nagasaka). 

7. With respect to clainri 25, Nagasaka teaches the method of scanning an image to 
a location, the method comprising: 

detecting a drag and drop operation wherein a first icon is dragged to a location 
indicator and dropped on said location indicator (col. 21, lines 5-17 and fig. 7B); 

opening a connection between a scanner associated with said first icon and said 
location, wherein said location is associated with said location indicator (col. 20, lines 
58-63 and S1 14 in fig. 24); 

causing said scanner to scan said image (col. 22, lines 7-17 and col. 26, lines 3- 
22); and 

storing said image in said location (fig. 3A; col. 17, lines 30-37; and col. 22, lines 
60-64). 

Referring to fig. 3A, Nagasaka teaches that the buffer in device driver 32b can be 
part of the destination device 41 . Additionally, a printer buffer or RAM in a printer is an 
inherent feature (unless the printer is real-time printer) since the printer has to store to 
the received print data either permanently or temporarily for rendering. 
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Furthermore, since tlie destination device can be either facsimile or electronic 
mail device (col. 22, lines 60-64), the received data must be stored for further process 
(displaying the email or transmitting the image). 

8. With respect to claim 26, Nagasaka teaches the method of claim 25, wherein 
said first icon comprises a scanner icon (fig. 7B). 

9. With respect to claim 29, Nagasaka teaches the method of claim 25, wherein 
said location indicator comprises an icon (fig. 7B). 

10. With respect to claim 30, Nagasaka teaches the method of claim 25, wherein 
said location indicator comprises a server icon (col. 3, lines 9-27). 

1 1 . With respect to claim 31 , Nagasaka teaches the method of claim 25, wherein 
said location indicator comprises a text listing for said location (figs. 7 & 20). 

12. With respect to claim 32, Nagasaka teaches the method of claim 25, further 
comprising automatically converting said image to a different document format before 
said storing (col. 19, lines 1-12). Since the image processing server does the 
converting, the conversion is automatic. 

13. With respect to claim 33, Nagasaka teaches the method of claim 25, wherein 
said storing/opening comprises transferring said image across said connection (col. 20, 
lines 58-63 and col. 32, lines 20-29). 

14. With respect to claim 35, Nagasaka discloses an apparatus for controlling an 
image scanning process, comprising: 

a. at least one computer readable medium (software in col. 3, lines 9-12); 
and 
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b. computer readable program code stored on said at least one computer 
readable medium, said computer readable program code being automatically 
executed when a first displayed element is dragged to and dropped upon a 
second displayed element (col. 21, lines 5-17; col. 32, lines 20-29; and fig. 7B), 
said computer readable program code comprising: 

i. program code for establishing a connection between a scanner 
associated with said first displayed element and a destination storage 
location associated with said second displayed element (col. 20, lines 58- 
63 and col. 32, lines 20-29); 

ii. program code for causing said scanner to scan at least one image 
(col. 26, lines 3-22); and 

iii. program code for transferring said at least on image fronn said 
scanner to said destination storage location and storing said at least one 
image in said destination storage location (fig. 3A; col, 3, lines 9-27; col. 
17, lines 30-37; and col. 22, lines 60-64). 

Referring to fig. 3A, Nagasaka teaches that the buffer in device driver 32b can be 
part of the destination device 41. Additionally, a printer buffer or RAM in a printer is an 
inherent feature (unless the printer is real-time printer) since the printer has to store to 
the received print data either permanently or temporarily for rendering. 

Furthermore, since the destination device can be either facsimile or electronic 
mail device (col. 22, lines 60-64), the received data must be stored for further process 
(displaying the email or transmitting the image). 
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1 5. With respect to claim 36, Nagasaka discloses the apparatus of claim 35, wherein 
said computer readable program code is executed without further user intervention after 
said first displayed element is dragged to and dropped upon said second displayed 
element (col. 22, lines 7-17 and col. 26, lines 3-22). 

1 6. With respect to claim 37, Nagasaka discloses the apparatus of claim 35, wherein 
said first displayed element comprises a scanner icon (fig. 7B). 

1 7. With respect to claim 40, Nagasaka discloses the apparatus of claim 35, wherein 
said second displayed element comprises a server icon (col. 3, lines 9-27). 

18. With respect to claim 41 , Nagasaka discloses the apparatus of claim 35, wherein 
said second displayed element comprises a text listing for said location (figs. 7 & 20). 

1 9. With respect to claim 43, Nagasaka discloses the apparatus of claim 35, said 
computer readable program code further comprising program code for converting said 
at least one image to a different document format before said transferring and said 
storing (col. 19, lines 1-12). The conversion is performed before the data transfer from 
image processing server D to printer D in fig. 18. 

20. With respect to claim 47, Nagasaka discloses the apparatus of claim 35, said 
computer readable program code further comprising program code for determining if 
said destination storage location is a supported location (col. 22, lines 7-17 and col. 26, 
lines 3-19). 

21 . With respect to claim 48, Nagasaka discloses an apparatus for scanning and 
transferring images, comprising: 
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means for detecting a drag-and-drop of a scanner-related icon to a location- 
related icon (col. 21, lines 5-17; col. 32, lines 20-29; and fig. 7B); 

means for automatically causing a scanner associated with said scanner-related 
icon to scan at least one image when said drag-and-drop is detected (col. 22, lines 7-17 
and col. 26, lines 3-22); and 

means for automatically transferring said at least one image to a storage location 
associated with said location-related icon when said scan of said at least one image is 
complete (col. 20, lines 58-63, S1 14 in fig. 24 & fig. 33). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject nnatter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 27 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Nagasaka as applied to claim 25 above, and further in view of Machida U.S. Patent 

No. 6,642,943. 

22. With respect to claim 27, Nagasaka teaches the method of claim 25, wherein 
said first icon comprises a document icon for a document in a digital camera (fig. 33). 

Nagasaka does not teach expressly that the first icon comprises a document icon 
for a document in said scanner. 
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Machida, the same field of endeavor of drag-and-drop system, teaches a 
document icon for a document in said scanner (col. 10, lines 11-12; 302d in fig. 5; and 
figs. 13 & 14). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to implement the document icon for a document in said scanner of Machida into 
the drag-and-drop system of Nagasaka. 

The suggestion/motivation for doing so would have been to inform the user that a 
document is present in the scanner. 

Therefore, it would have been obvious to combine Nagasaka with Machida to 
obtain the invention as specified in claim 27. 

23. With respect to claim 28, Nagasaka teaches the method of claim 25, but it does 
not teach expressly that the first icon comprises an ADF icon for ADF in said scanner. 

Machida, the same field of endeavor of drag-and-drop system, teaches an ADF 
icon for an ADF in a scanner (col. 28, lines 10-13). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to implement the ADF icon for a ADF in said scanner of Machida into the drag- 
and-drop system of Nagasaka. 

The suggestion/motivation for doing so would have been to inform the user that 
an ADF is present in the scanner. 

Therefore, it would have been obvious to combine Nagasaka with Machida to 
obtain the invention as specified in claim 28. 
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Claim 34 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nagasaka as applied to claim 25 above, and further in view of Lamming et al. U.S. 
Patent No. 5,862,321 (hereinafter Lamming). 

24. With respect to claim 34, Nagasaka teaches the method of claim 25, but it does 
not teach expressly that the connection is an FTP connection. 

Lamming, the same field of endeavor of scanned image transfer, teaches a 
network connection using an FTP connection (col. 5, lines 12-16). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to implement the FTP connection of Lamming into the drag-and-drop system of 
Nagasaka. 

The suggestion/motivation for doing so would have been to transfer the scanned 
image or documents on the Internet. 

Therefore, it would have been obvious to combine Nagasaka with Lamming to 
obtain the invention as specified in claim 34. 

Claims 38, 39 and 42 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nagasaka as applied to claim 35 above, and further jn view of Machida. 

25. With respect to claim 38, arguments analogous to those presented for claim 27, 
are applicable. 

26. With respect to claim 39, arguments analogous to those presented for claim 28, 
are applicable. 
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27. With respect to claim 42, Nagasaka discloses the apparatus of claim 35, but it 
does not disclose expressly that the second displayed element comprises a folder icon. 

Machida, the same field of endeavor of drag-and-drop system, discloses a folder 
icon for the destination icon (col. 37, line 60 - col. 38, line 5). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to implement the folder icon of Machida into the drag-and-drop system of 
Nagasaka. 

The suggestion/motivation for doing so would have been to properly transfer the 
scanned document to a correct location or folder. 

Therefore, it would have been obvious to combine Nagasaka with Machida to 
obtain the invention as specified in claim 38. 

Claim 44 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nagasaka as applied to claim 35 above, and further in view of Lamming. 

28. With respect to claim 44, arguments analogous to those presented for claim 34, 
are applicable. 

Claims 45 and 46 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nagasaka as applied to claim 35 above, and further in view of Watanabe. 

29. With respect to claims 45 and 46, Nagasaka teaches the method of claim 35 but 
it does not teach expressly the method of determining if an ADF is connected to said 
scanner. 
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Watanabe, the same field of endeavor of scanner, teaches the method of 
determining if an ADF is connected to a scanner. When the ADF is not connected to 
the scanner, a control unit 100 in an image forming apparatus decides to scan an image 
directly placed on the glass of scanner unit 101 (default scanning mode) (col. 6, line 61 
- col. 7, line 3). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the method of determining the presence of the ADF taught by 
Watanabe with the scanner of Nagasaka. 

The suggestion/motivation for doing so would have been to scan innage data 
from the ADF when the ADF is connected in the system. 

Therefore, it would have been obvious to combine Machida and Watanabe to 
obtain the invention as specified in claims 45 and 46. 

Conclusion 

30. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is nnailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

31 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAN S PARK whose telephone number is (703) 305- 
2448. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (703) 305-4712. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infornnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Examiner 
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